TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina

rejection of clainms 1 through 24, which are all of the clains

'Application for patent filed April 13, 1995. According to appellant,
this application is a continuation of Application No. 08/160,521, filed
Decenber 1, 1993, now abandoned.
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pending in this application.

W AFFI RM | N- PART.

The appellant's invention relates to an absorbent
article, such as, a disposable diaper, having a pair of
containnent flaps (10) to inprove the |ateral contai nnent of
body exudates. Specifically, appellant's contai nnent fl aps
include a barrier |layer (20) which is stitched with from1l to
10 el astoneric threads (22) (specification, pages 7 and 8).
Appellant's clains are directed to a containnment flap (clains
1 through 10 and 21 through 24), to an absorbent article
including a pair of containnent flaps (clains 11 through 16)
and to a nethod of making an absorbent article including the
steps of providing a pair of barrier layers and stitching each
barrier layer with at | east one el astoneric thread to forma
pair of containment flaps (clains 17 through 20). A nore
conpl ete understanding of the invention can be derived froma
readi ng of exenplary clains 1, 11 and 17, which appear in the
appendi x to appellant's "Response"” filed May 27, 1998 (Paper
No. 15).

The prior art references of record relied upon by the
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exam ner in rejecting the appeal ed cl ains are:

Bur ger 3,663, 962 May 23,
1972

Van Vi et 4,297, 157 Cct. 27,
1981

G eene 4,674,135 Jun. 23,
1987

Lawson 4,695, 278 Sep. 22,
1987

Zafiroglu 4,773,238 Sep. 27,

1988

(Zafiroglu '238)

Zafiroglu 4,879, 169 Nov. 07,
1989

(Zafiroglu '169)

Zafiroglu 4,998, 421 Mar .
12, 1991

(Zafiroglu '421)

As a prelimnary matter, we note that on pages 2 and 3 of
the Ofice action mailed April 4, 1996 (Paper No. 15), the
specification was objected to under 35 U . S.C. § 112, first
par agraph, as failing to support the invention being clained
and clainms 1 through 16 and 21 through 24 were rejected under
35 US.C 8§ 112, first paragraph, for the reasons set forth in
the objection to the specification. In the next Ofice action
(Paper No. 17), which was nmade final, the exam ner again
objected to the specification, but omtted the rejection of
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claims 1 through 16 and 21 t hrough 24 based on 35 U.S.C. §
112, first paragraph. 1In the brief (Paper No. 21), at page 3,
appel lant identifies the first issue presented for our review
as "[w hether the specification contains a witten description
of the invention in such full, clear, concise, and exact terns
to enable a person skilled in the art to nake and use the sane
under 35 U. S. C

8§ 112, first paragraph?" Appellant's brief also contains an
argunment (pages 4 and 5) that the exam ner's objection to the
speci fication should be reversed. |In the answer (pages 3 and
4), the examner identifies the first issue in this appeal as
i ncl udi ng both an objection to the specification, directing

our

attention to page 2 of the final rejection, and a rejection of
claims 1 through 24 under 35 U. S.C. 8 112, first paragraph,
"for the reasons set forth in the objection to the
specification.” The rejection of clains 1 through 24 under 35
US C 8§ 112, first paragraph, was not identified as a new
ground of rejection in the answer. The appell ant has not

rai sed any objection to the exam ner's inclusion of the § 112,
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first paragraph, rejection of clains 1 through 24 in the
answer. According, the following rejections are before us for
revi ew.

(1) dainms 1 through 24 stand rejected under 35 U. S.C
8§ 112, first paragraph, as |acking support in the origina
di scl osure.

(2) Cdainms 1 through 4 and 6 through 20 stand rejected
under 35 U.S.C. § 103 as bei ng unpatentabl e over Lawson in
view of Van Mliet, Burger, Zafiroglu '169 and Zafiroglu '421.

(3) daimb5 stands rejected under 35 U.S.C. 8§ 103 as
bei ng unpat ent abl e over Lawson, Van Vliet, Burger, Zafiroglu
'169 and Zafiroglu '421, as applied to claim1l and further in
vi ew of Zafiroglu '238.

(4) dainms 1 and 21 through 24 stand rejected under 35

U S.C. 8§ 103 as being unpatentable over G eene.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nake reference to the O fice action nail ed
Decenber 14, 1994 (Paper No. 8), to the final rejection (Paper
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No. 17) and to the answer (Paper No. 22) for the exam ner's
conpl ete reasoning in support of the rejections, and to the
brief (Paper No. 21) for the appellant's argunents
t her eagai nst.
OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. The determ nations we have nade and the reasons

behi nd them are set forth bel ow.

Rej ection (1)

According to the answer (page 4), the examner's
reasoning for the rejection of clains 1 through 24 under
35 U.S.C § 112, first paragraph, can be found on page 2 of
the final rejection (Paper No. 17).

The test for determning conpliance with the witten
description requirenent is whether the disclosure of the
application as originally filed reasonably conveys to the

arti san
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that the inventor had possession at that tine of the later
cl ai med subject matter, rather than the presence or absence of
literal support in the specification for the clai mlanguage.

See Vas-Cath, Inc. v. Mhurkar, 935 F.2d 1555, 1563-64, 19

UsP2d 1111, 1116-17 (Fed. Cr. 1991) and In re Kaslow, 707

F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cr. 1983).

The exam ner has the initial burden of presenting
evi dence or reasons why persons skilled in the art woul d not
recogni ze in the appellant's disclosure a description of the

i nvention defined by the clains. See In re Wertheim 541 F.2d

257, 265, 191 USPQ 90, 98 (CCPA 1976); Ex parte Sorenson, 3

USPQ2d 1462, 1463 (Bd. Pat. App. & Inter. 1987). This the
exam ner has not done. In any event, it is our opinion that
the | anguage of clains 1 and 11 in dispute (i.e., "said distal
edge of said containment flap is rendered el astically
contractible by said at | east one elastoneric thread to
position said distal edge in said spaced relation") is
described in the original disclosure for the reasons set forth
on pages 4 and 5 of the appellant's brief. The

exam ner has not identified any | anguage in clainms 17 through
20 that is unsupported by the original disclosure.
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Accordingly, we will not sustain the standing 35 U. S.C.

8§ 112, first paragraph, rejection of clainms 1 through 24.

Rej ection (2)

We begin with the exam ner's rejection of independent
clainms 1, 11 and 17. Cdaim1l calls for a containnent flap

conprising, inter alia, at |east one elastoneric thread and a

barrier layer which is stitched wth said at |east one

el astoneric thread adjacent an edge of the containment flap
wherein said edge is rendered elastically contractible by said
at |l east one elastonmeric thread. Caim 1l contains the sane

| anguage in conbination with absorbent article structure.
Claim17 sets forth a method of maki ng an absorbent article

i ncluding the steps of providing a pair of barrier |ayers and

stitching each barrier layer with at | east one el astoneric

thread to forma pair of containnment flaps.
The exam ner describes Lawson as teaching all the clained
subject matter, except for the barrier layer being stitched by

an elastoneric thread. Van Vliet, Burger and Zafiroglu ' 169
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are cited by the exam ner to show that it was well known at
t he

time of appellant's invention to substitute sewi ng for
adhesi ve, thermal or ultrasonic bonding. Zafiroglu '421 is
descri bed by

t he exam ner as teaching "econom cally providing
stretchability

in elasticated [sic] portions of diapers, cuffs, etc. by

stitching with elastic threads” (Paper No. 8, page 3). The

exam ner concludes that in view of the teachings of Van Vliet,
Burger and Zafiroglu '169, it woul d have been obvious to use
stitching to secure Lawson's el astic spacing nenbers (77) to
the distal edge of the barrier cuff instead of adhesive as
taught by Lawson and, in view of Zafiroglu '421, it would have
been obvious to use elastic thread for the stitching (id.).
The appel |l ant points out that Van Vliet, Burger and
Zafiroglu '169 teach stitch-bonding an elastic material to a
substrate material with conventional thread at sel ected
portions along the elastic material and that Zafiroglu '421
teaches a process for making stitch-bonded el astic fabrics and
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an elastic fabric nade by the process for use in elasticized
portions of diapers, cuffs, waistbands, bandages, and the |ike

(brief, page 7). Appellant argues, inter alia, that the

applied prior art teaches, at best, using the stitch-bonded
el astic fabric taught

by Zafiroglu '421 as the elastic spacing nmenbers (77) in
Lawson and usi ng adhesi ve, sonic bondi ng, thernmal bondi ng or
conventional (i.e., non-elastic) thread to secure the stitch-
bonded el astic fabric taught by Zafiroglu '421 to the distal
ends

of Lawson's barrier cuffs. Thus, in appellant's view, the
prior art fails to teach or suggest a contai nment flap having

a di st al

end or unattached edge which is stitched with an el astoneric
thread to render the flap contractible or gatherable (id. at
8) .

Based on our review of Zafiroglu '421, we find that the

reference teaches using an elastic stitch-bonded fabric as the

el asticized portion of a diaper, cuff, waistband, bandage, and
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the like. Zafiroglu '421 does not suggest using el astoneric
thread for bonding elastic stitch-bonded fabric to another
material. Thus, we agree with appellant that the conbi ned
teachings of Van Vliet, Burger, Zafiroglu '169 and Zafiroglu
421 woul d not have suggested using an elastoneric thread to
stitch the elastic strands (77) taught by Lawson to the distal
ends of Lawson's barrier cuffs.

In view of the above, we will not sustain the standing 35
US. C 8 103 rejection of independent clains 1, 11 and 17
based on Lawson, Van Vliet, Burger, Zafiroglu '169 and
Zafiroglu '421.

For the same reasons, the rejection of clains 2 through
4, 6 through 10 and 21 through 24, dependent on claim1l, the
rejection
of clains 12 through 16, dependent on claim 11, and the
rejection of clainms 18 through 20, dependent on claim 17, wll

not be sustai ned.
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Rej ection (3)

We have also carefully reviewed the Zafiroglu '238
reference additionally relied upon by the exam ner in support
of the rejection of claimb5, but find nothing therein that
makes up for the deficiencies of Lawson, Van VlIiet, Burger,
Zafiroglu '169 and Zafiroglu '421 noted above. It follows
that the standing 8 103 rejection of claimb5, dependent on
claim1, as being unpatentable over Lawson, Van Vliet, Burger,
Zafiroglu '169, Zafiroglu '421 and Zafiroglu ' 238 cannot be

sust ai ned.

Rej ection (4)

Wth respect to this ground of rejection, appellant has
indicated that clainms 1 and 21 through 24 stand or fal
together (brief, page 4). Accordingly, we select independent
claim1 for review As to clains 21 through 24, they wll
stand or fall with selected claiml1l. 37 CFR 8 1.193(c) (7).

Appel | ant argues that the di sposabl e under gar nent
described in Geene is not an absorbent article and that
G eene neither

t eaches nor suggests the use of an elastoneric thread to
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mai ntai n an edge of a containnent flap in an upright, spaced
away position as recited in claim1 (brief, pages 11-13).
However, we must point out that the recitations that the
containnent flap is "for use on an absorbent article,” that

the proximal edge is "adapted

to be joined to said absorbent article,” and that the distal
edge is "configured to position itself in a spaced relation
away from a bodyside |liner of said absorbent article" are
nerely statenents of intended use. The particular manner in
whi ch a device or article is used, however, cannot be relied
on to distinguish structure fromthe prior art. See, e.g., Ln

re Schreiber, 128 F.3d 1473, 1477, 44 USPQ2d 1429, 1431-32

(Fed. Cr. 1997), In re Spada, 911 F.2d 705, 708, 15 USPQd

1655, 1658 (Fed. Cir. 1990), In re Casey, 370 F.2d 576, 580,
152 USPQ 235, 238 (CCPA 1967). Here, the only structure of
the "containnment flap" recited in claiml1l is that the

"contai nnent flap" has a | ength and opposite edges and
conprises an el astoneric thread and a "barrier |ayer” which is
stitched with the elastoneric thread adjacent one edge.

Appel l ant's specification explains that as a result of
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stitching

the distal edge wwth the elastoneric thread, the "flap 10
tends to contract or gather and position itself in a spaced
rel ation

away fromthe bodyside liner 40 toward a generally upright and
appr oxi mat el y perpendi cul ar configuration" (page 12).
Qoviously, the material taught by G eene also has a |length
(see Figure 2) and opposite edges, such as the opposite edges
shown in Figure 2 which eventually formthe wai st portion

(24). At |east one of

Greene's opposite edges is stitched with an elastoneric thread
adj acent the edge. The fabric taught by G eene is capabl e of
bei ng used as a contai nnment flap and whether G eene's materi al
actually is, or mght be, used in such a manner depends upon

t he performance or nonperfornmance of a future act of use,

rather than a structural distinction in the clains.?

2Along the same line, we note that: [1] appellant's specification
descri bes spunbond pol ypropylene as a suitable material for the barrier |ayer
(page 6) and spandex el astoneric thread, e.g.,Lycra® thread, as a suitable
material for the "at |least one elastoneric thread" (page 8) and [2] Zafiroglu
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Thus, as argued, we will sustain the standing § 103
rejection of claiml1. It follow that we will al so sustain
the standing 8 103 rejection of clains 21 through 24, since
they stand or fall wth selected claim1.

CONCLUSI ON

In summary, this panel of the board has:
reversed the rejection of clainms 1 through 24 under

35 U.S.C. § 112, first paragraph;

reversed the rejection of clains 1 through 4 and 6
t hrough 20 under 35 U. S.C. § 103 as bei ng unpat entabl e over
Lawson, Van M iet, Burger, Zafiroglu '169 and Zafiroglu '421;
reversed the rejection of claim5 under 35 U S.C. § 103

as bei ng unpatentabl e over Lawson, Van M iet, Burger,

'421 teaches an elastic stitch bonded fabric having a |l ength and opposite
edges conprising a nonwoven nmaterial, e.g., spunbonded pol ypropyl ene (col. 3,
line 20), stitched with at | east one spandex el astonmeric yarn, e.g., Lycra®
(col. 4, line 2) adjacent its edges. Thus, it would appear that the nmateri al
taught by Zafiroglu '421 is also capable of being used as a contai nnent fl ap.
Upon the resunption of prosecution, the exam ner and the appellant nmay wish to
refocus on the teachings of Zafiroglu '421 and determ ne whet her any
differences actually exist between the structure recited in claiml and its
dependent clains and the teachings of Zafiroglu '421, keeping in mnd that a
new i ntended use for an old product does not nake a claimto that old product
patentable. |n re Schreiber, supra.
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Zafiroglu '169, Zafiroglu '421 and Zafiroglu '238;
affirnmed the rejection of clains 1 and 21 through 24

under 35 U. S.C. 8 103 as bei ng unpatentabl e over G eene.
No time period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

NEAL E. ABRANMS
Adm ni strative Patent Judge
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